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Foll ow ng a bench trial, the district court determ ned that
Appel I ant Joseph Maxwel |’s website that conpl ai ned about Appellee
TM, Inc. violated the anti-dilution provision of the Lanham Act,
15 U.S.C. 8§ 1125(c); the Anti-Cybersquatting Consunmer Protection
Act (“ACPA"), 15 U.S. C. 8§ 1125(d); and the Texas Anti-Dilution
Statute, Tex. Bus. & Com Cobe § 16.29. Concluding that Maxwel |’ s
site, as a non-commercial gripe site, violates none of these
statutes, we reverse and render judgnent in favor of Maxwell.

Appel I ant Joseph Maxwel | intended to buy a house from
Appellee TM, Inc., a conpany that builds houses under the nane

TrendMaker Hones. Unhappy w th what he viewed as the



sal esperson’s m srepresentations about the availability of a
certain nodel, Maxwell| decided to create a website to tell his
story. To this end, Maxwell registered an internet domain nane -
wwwv. t rendmaker honme. com — that resenbled TM's TrendMaker Hones
mark. (TM had al ready been using the domai n nane

www. t rendmaker homes. com ) Maxwel |l registered his domain nanme for
a year; after the year passed, Maxwell renoved the site and | et
the registration expire.

During its existence, the site contained Maxwell’s story of
his dispute with TM, along with a disclainmer at the top of the
home page indicating that it was not TM's site. It also
cont ai ned what Maxwel |l called the Treasure Chest. Maxwel |l
envi sioned the Treasure Chest as a place for readers to share and
obtain informati on about contractors and tradespeopl e who had
done good work. During the year of the site’ s existence, the
Treasure Chest only contained one nane, that of a man who had
performed sonme work for Maxwell. The site did not contain any
pai d adverti senents.

The parties agree that sone e-mail intended for TM was sent
to Maxwell’s site. They al so agree that Maxwel | forwarded each
of these nessages to TM.

Shortly after Maxwell’s registration expired, TM sent
Maxwel | a letter demandi ng that he take down the site and
relinqui sh the ww. t rendnmaker hone. com domai n nane. |n response,
Maxwel | attenpted to re-register the donmain nanme. His attenpt
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was unsuccessful, however, because TM had acquired the domain
name once Maxwell’s registration expired. |Instead, Maxwell

regi stered the domai n nane www. t rendmaker hone.info. This | awsuit
foll owed. Because of the suit, Maxwell has never posted any
content on the trendmakerhone.info site.

Al nmost imedi ately, the parties entered into settlenent
negotiations. Maxwell retained a | awer, but knew he woul d not
be able to afford to pay the legal fees that would be required to
defend the entire lawsuit. TM and Maxwell’'s | awer negotiated a
settlenent, while Maxwell researched his case. Following this
research, Maxwel| backed out of the settlenent agreenent and
proceeded pro se. He continued to represent hinself through the
bench trial on January 17, 2003.

After the trial, the district court issued a Menorandum and
Oder. Init, the district court found that Maxwell violated the
ACPA as well as the federal and Texas anti-dilution statutes.

The district court also issued an injunction forbiddi ng Maxwel |
“fromusing nanes, marks, and domain nanmes simlar to” ten of
TM’s marks, including Trend Maker, and ordering Maxwell to
transfer trendmakerhone.info to TM. The district court also
required TM to submt a proposed judgnent and gave Maxwell ten
days to respond to that proposal. Mxwell imediately filed a
noti ce of appeal.

Wt hout allowing Maxwell ten days to respond, the district

court signed TM's proposed judgnent. |In many ways, this
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j udgnent expanded t he Menorandum and Order’s concl usions. For
exanpl e, the Menorandum and Order contai ned no findings about
either common | aw or statutory unfair conpetition. Yet the
judgnent stated that Maxwel|l’s actions constituted unfair
conpetition under both common | aw and the Lanham Act. The

j udgnent provided a broader injunction than the one contained in
the district court’s original order by adding three marks to the
injunction. The judgnent also awarded statutory damages of

$40, 000 and, w thout el aboration, found the case to be an
“exceptional case,” justifying an award of $40,000 in attorney’s
fees. Additionally, the judgnent addressed how Maxwel |l was to
pay the judgnent: “[wjithin twenty (20) days after entry of this
Order, defendant shall hand-deliver to plaintiff’s |awer a
cashier’s check in the amount of $80, 000, made payable to TM,
Inc.” Maxwell then filed his second notice of appeal.

TM made several related clains in this lawsuit. In the
first, TM alleged that Maxwell violated ACPA. Additionally, TM
all eged that Maxwel|l’s actions diluted its mark and thus viol ated
the Texas Anti-Dilution Statute, as well as the anti-dilution
provi sion of the Lanham Act.?

Commerci al Use Requirenent

ITM al so all eged unfair conpetition under the Lanham Act
and under the common law. The district court nmade no findings on
unfair conpetition, until those clains were added to the
j udgnent, and TM nakes no argunents in support of its judgnent
on those clains on appeal.



We first address whether the two rel evant sections of the
Lanham Act — the anti-dilution provision and ACPA — require
conmercial use for liability.?2 The district court concluded that
ACPA requires comrercial use, but did not address commercial use
in the context of the anti-dilution provision. TM argues that
the anti-dilution provision applies even in the absence of
commerci al use.

In making this argunent, TM does not address the anti -
dilution provision' s |anguage, which conditions liability on
commerci al use:

The owner of a fanmous mark shall be entitled, subject to

the principles of equity and upon such terns as the court

deens reasonable, to an injunction against another

person's commercial use in comerce of a mark or trade
nanme, if such use begins after the mark has becone fanous

and causes dilution of the distinctive quality of the

mark, and to obtain such other relief as is provided in

this subsection
15 U.S.C. 8§ 1125(c) (1) (enphasis added).

Cting this | anguage, courts have observed that the anti -
dilution provision requires the diluter to have nmade conmerci al

use of the mark.® See, e.q, Bird v. Parsons, 289 F.3d 865, 879

2This Court has previously determ ned that 8§ 43(a) of the
Lanham Act, 15 U. S.C. 8 1125(a)(1l), which addresses fal se and
m sl eadi ng descriptions, only applies to comercial speech. See
Procter & Ganble Co. v. Ammay Corp., 242 F.3d 539, 547 (5th Cr.
2001) .

5TM refers to United W Stand Anerica, Inc. v. United W
Stand, Anerica New York, Inc., 128 F.3d 86, 89-90 (2d G r. 1997),
for the principle that the Lanham Act does not require comrerci al
use. United W Stand Anerica does not involve either the anti-
dilution provision or ACPA and is, thus, irrelevant to the
determ nati on of whether these two sections require comerci al
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(6th Gr. 2002); Panavision Int’l, L.P. v. Toeppen, 141 F. 3d

1316, 1324 (9th Gr. 1998). One of the exceptions to the anti-
dilution provision further indicates that the provision only
applies to commercial use: “(4) The followi ng shall not be
actionabl e under this section . . . (B) Noncomrercial use of a
mark.” 15 U . S.C. § 1125(c)(4). W conclude that, under the
statute’s | anguage, Maxwell’s use nust be comercial to fal
under the anti-dilution provision.

On the other hand, ACPA s | anguage does not contain such a
specific comercial -use requirenent. Under ACPA, the owner of a
mar k can recover against a person who, acting with “a bad faith
intent to profit fromthat mark . . . registers, traffics in, or
uses a domain nane that . . . is identical or confusingly simlar
to that mark.” 15 U.S.C. 8§ 1125(d). ACPA thus bases liability on
a bad faith intent to profit. ACPA |lists nine non-exclusive
factors for courts to consider when determ ni ng whether a
def endant had a bad faith intent to profit. One of those factors
is “the person's bona fide noncomrercial or fair use of the mark
in a site accessible under the domain nane.” 15 U. S.C. 8§

1125(d) (1V).
This Court has addressed ACPA and commercial use in E._ & J.

Gllo Wnery v. Spider Wbs Ltd., 286 F.3d 270, 276 n.3 (5th Cr

2002). In Gallo, the defendant Spider Webs registered domain

use.



nanmes that “could be associated with existing businesses,

i ncluding ‘ernestandjuliogallo.com’ ‘firestonetires.com
“bridgestonetires.com’ ‘bluecross-blueshield. com’

‘oreocooki es.com’ ‘avoncosnetics.com’ and others.” 286 F.3d at
272. Spider Webs then auctioned those domai n nanmes, refusing al
bi ds of |less than $10,000. 1d. One of Spider Webs’' owners
testified during deposition that, after registering the domain
nanme ernestandjuliogallo.com Spider Wbs hoped that Gall o woul d
contact it so that Spider Whbs could “assist” the conpany. |1d.
Wth this evidence, the Court determ ned that the defendant’s use
was commercial ; the conpany regi stered domai n nanes and then sol d
those nanes to trademark holders. [d. at 275. Because Spi der
Web’s use was so clearly commercial, the Court noted that it did
not need to deci de whet her ACPA al so requires use in conmerce.

Id. at 276 n.3. The Sixth Crcuit, too, recently determ ned that
it did not need to consider argunents about whether ACPA covers
non-commerci al use, “as the statute directs a review ng court to
consider only a defendant’s ‘bad faith intent to profit’ fromthe

use of a mark held by another party. Lucas Nursery &

Landscaping, Inc. v. Gosse, 359 F.3d 806, 809 (6th Cr. 2004).

Li ke the Lucas Nursery court, we, too, do not need to decide this

gquestion in this case.

Vs Maxwell's site commercial use?

TM argues that Maxwell’s site was “m xed-use” and therefore



not protected fromthe Lanham Act’s coverage. According to TM,
Maxwel | put the site to commercial use by including the Treasure
Chest and in so doing renoved any protections his speech m ght
ot herwi se have had.

The Lanham Act defines “use in comerce” as “the bona fide
use of a mark in the ordinary course of trade.” 15 U S.C. § 1127
When defining comrercial use, courts have exam ned several
different aspects of the defendant’s use. The Ninth Grcuit has
enphasi zed that commercial use in comerce “refers to a use of a
fanobus and distinctive mark to sell goods other than those

produced or authorized by the mark’s owner.” Mattel, Inc. v. MA

Records, Inc., 296 F.3d 894, 903 (9th G r. 2002) and that the

phrase “requires the defendant to be using the trademark as a

trademark, capitalizing on its trademark status.” Avery Denni son

Corp. v. Sunpton, 189 F.3d 868, 880 (9th G r. 1999). Put another

way, the Ninth Crcuit in Avery Dennison also referred to “a

classic ‘cybersquatter’ case” in which a court referred to the
““intention to arbitrage’ the registration which included the

plaintiff’s trademark.” [d. (quoting Intermatic, Inc. v.

Toeppen, 947 F. Supp. 1227, 1239 (N.D. IIl. 1996). This Court
has provided a simlar definition, determining in Gllo that the
def endant’ s busi ness of selling domai n nanes containi ng marks
satisfied the commercial use requirenent. Gallo, 286 F.3d at

275. See also Panavision Int'l, L.P. v. Toeppen, 141 F.3d 1316,

1325 (9th Gr. 1998) (“[defendant’s] ‘business’ is to register
8



trademar ks as domain nanes and then sell themto the rightfu
trademark owners”). O her courts have enphasi zed the content of
the website. For exanple, while analyzing another section of the
Lanham Act, the Sixth Grcuit concluded that so |long as the
defendant’s fan website contained no links to commercial sites,
and contai ned no advertising or other specifically comrerci al

content, his site was not commercial. Taubman Co. v. Wbfeats,

319 F.3d 770, 775 (6th Cr. 2003).

TM agrees that the section of the site addressing Maxwel |’ s
conpl ai nts about TM was noncommercial. TM argues, however,
that the Treasure Chest section was commercial, and thus the site
“Iintermngle[d] gripes with commercial activities.”

Adm ttedly, Maxwell| added the Treasure Chest to draw nore
people to his site so that they would see his story. This intent
does not meke his site commercial, however. Maxwell never
accepted paynent for a listing on the Treasure Chest, and he
charged no noney for viewing it.* Further, TM presented no
evi dence that Maxwell had any intent to ever charge noney for
using the site. Additionally, Maxwell’s site contained neither
advertising nor links to other sites. And unlike the defendants
in Gallo, Maxwell was not engaged in the business of selling

domai n nanes. Gallo, 286 F.3d at 275; see also Panavision Int’'l,

“'n fact, the Treasure Chest only ever contained one
listing, for a contractor who had done sone work for Maxwel | .
This listing was not nmade at the contractor’s request.
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L.P. v. Toeppen, 141 F.3d 1316 (9th Cr. 1998) (“Toeppen’s

comercial use was his attenpt to sell the trademarks
thenselves”). Nor did TM present evidence that Maxwell’s use
was “in the ordinary course of trade,” or that it had any

busi ness purpose at all. Thus, no evidence suggests that
Maxwel | s use was commercial, and the district court’s findings
to the contrary were clear error.?®

Bad faith intent to profit

ACPA |ists nine non-exclusive factors for courts to consider
when determ ni ng whet her a defendant had a bad faith intent to
profit fromuse of the mark.® These factors are:

(I') the trademark or other intellectual property rights
of the person, if any, in the domain nane;

(I'l') the extent to which the domai n nane consists of the
| egal nanme of the person or a nane that is otherw se
comonly used to identify that person

(I'r1) the person's prior use, if any, of the domain nanme
in connection with the bona fide offering of any goods or
servi ces;

(I'V) the person's bona fide noncomercial or fair use of
the mark in a site accessible under the domain nane;

(V) the person's intent to divert consuners fromthe mark

> The district court’s discussion of comercial use (under
ACPA) was: “[b]ased on the undi sputed evidence, the Court hol ds
that the defendant’s actions have been intentional, flagrant, and
in bad faith. Moreover, he has shown no renorse for his actions,
even in trial. Thus, the defendant’s use of “trendnmakerhone.cont
was the kind of commercial use prohibited by the ACPA.”

6 ACPA's safe harbor provision also provides that “[b]ad
faith intent described under subparagraph (A) shall not be found
in any case in which the court determ nes that the person
bel i eved and had reasonabl e grounds to believe that the use of
t he domain nanme was a fair use or otherwse lawful.” 15 U S. C. 8§
1125(d) (1) (B) (ii).
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owner's online location to a site accessible under the
domain nane that could harmthe goodwi || represented by
the mark, either for commercial gain or wwth the intent
to tarnish or disparage the mark, by creating a
I'i kel i hood of confusion as to the source, sponsorship,
affiliation, or endorsenent of the site;

(VI') the person's offer to transfer, sell, or otherw se
assign the domain nane to the mark owner or any third
party for financial gain wthout having used, or having
an intent to use, the domain nane in the bona fide
of fering of any goods or services, or the person's prior
conduct indicating a pattern of such conduct;

(VI'1) the person's provision of material and m sl eadi ng
false contact information when applying for the
regi stration of the donmai n nane, the person's intentional
failure to maintain accurate contact information, or the
person's prior conduct indicating a pattern of such
conduct ;

(MII'l) the person's registration or acquisition of
multiple domain nanmes which the person knows are
identical or confusingly simlar to marks of others that
are distinctive at the time of registration of such
domai n nanes, or dilutive of famous marks of others that
are fanous at the tinme of registration of such domain
nanes, wthout regard to the goods or services of the
parties; and

(I'X) the extent to which the mark incorporated in the
person's donain nanme registration is or is not
distinctive and famous . . .

15 U.S.C. 8§ 1125(d)(21)(B)(i).

Much of the district court’s analysis of bad faith intent to
profit focuses on Maxwel|l’s behavi or during the settl enent
negoti ations and, particularly, his backing out of the
settlenment. Although the district court listed the nine rel evant
factors, in the Menorandum and Order it did not explain how those
factors apply to this case.

Maxwel | s behavior differs fromother registrations mde
wth bad faith intent to profit. For exanple, in Gllo, and

ot her cases, the defendant essentially held hostage a domai n nane
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that resenbled a mark with the intention of selling it back to
the nark’s owner. So, too, is Maxwell's use different fromthat

of the defendant in Virtual Wrks, Inc. v. Vol kswagen of Anerica,

Inc., 238 F.3d 264 (4th Cr. 2001), where Virtual Wrks

regi stered the domain nane “VWnet” for its own website, but also
hoping to sell the nanme to Vol kswagen, whose VW nark the domain
name resenbl ed.’

In contrast to these instances of bad faith intent to
profit, the Sixth Crcuit recently affirnmed a trial court’s
finding that a disgruntled custoner who posted a website simlar
to Maxwell’s did not have a bad faith intent to profit. Lucas

Nursery & Landscaping, Inc. v. G osse, 359 F.3d at 811. | n Lucas

Nursery, a former custoner of Lucas Nursery registered the domain
name “lucasnursery.conf and used the site to post her conplaints
about the nursery’s work. 1d. at 808. The nursery sued her

under ACPA. |d. After addressing the purposes behind ACPA 8 the

I'n fact, at one point, Virtual Wrks threatened to auction
the domain nane to the highest bidder unless Vol kswagen paid them
for it. 1d. at 267.

8The Lucas Nursery court concisely summari zed the Senate
Report’s description of cybersquatters, nanely those who:

(1) “register well-known brand nanmes as Internet domain

names in order to extract paynent fromthe rightfu

owners of the marks;" (2) "register well-known marks as

domai n nanes and war ehouse those marks wth the hope of

selling themto the highest bidder;" (3) "register

wel | -known marks to prey on consuner confusion by

m susi ng the domain nane to divert custoners fromthe

mark owner's site to the cybersquatter's own site;" (4)

"target distinctive marks to defraud consuners,

including to engage in counterfeiting activities."
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Lucas Nursery court concluded that the forner custoner did not

have the kind of intent to profit that the act was designed to
prohibit. 1d. at 808-11.

As in Lucas Nursery, here “[t]he paradigmatic harmthat the

ACPA was enacted to eradicate - the practice of cybersquatters
regi stering several hundred domain nanes in an effort to sel
themto the legitimte owners of the mark — is sinply not

present.” 1d. at 810. Also here, as in Lucas Nursery, the

site’'s purpose as a nethod to inform potential custoners about a
negati ve experience with the conpany is key. As the Sixth
Crcuit noted:

Per haps  nost i npor t ant to our conclusion are,
[ def endant’ s] actions, which seemto have been undert aken
in the spirit of informng fell ow consuners about the
practices of a | andscapi ng conpany that she believed had
performed inferior work on her yard. One of the ACPA' s
mai n obj ectives is the protection of consuners fromslick
i nternet peddl ers who trade on the nanes and reputations
of established brands. The practice of informng fell ow
consuners of one's experience wth a particular service
provider is surely not inconsistent wwth this ideal.

Id. at 811.

In short, after analyzing the statutory factors and ACPA s
purpose, we are convinced that TM failed to establish that
Maxwel | had a bad faith intent to profit fromTM’s mark and that
the district court’s conclusion to the contrary was clearly
erroneous. Although factors I, Il, 11l and I X seemto fall in

favor of TM because Maxwel | had no pre-existing use of the

Lucas Nursery, 359 F.3d at 809 (quoting S.Rep. No. 106-140
at 5-6).
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TrendMaker nanme and Maxwel|l did not dispute that the mark was
distinctive and fanous, inportantly, factors IV, V, VI, VII, and
Vi1l favor Maxwell. Under factor 1V, Maxwell made bona fide
noncomrercial use of the mark in his site, and for purposes of
factor V, TM nade no show ng that Maxwell intended to divert
custoners fromits own site. Turning to factor VI, Maxwell never
offered to sell the domain nane, and certainly never had a
pattern of selling domain nanes to mark owners. Maxwell did not
behave i nproperly when providing contact information, as
addressed in factor VII. Factor VIII concerns the registration
of nmultiple domain nanes; Maxwell’s registration of his second
site related to TrendMaker Hones does not argue in favor of
finding bad faith intent to profit. Maxwell registered the
second domai n nane for the sane purposes as the first one and
only after his registration of the first nane expired. Finally,

li ke the Lucas Nursery court, we particularly note that Maxwell’s

conduct is not the kind of harmthat ACPA was designed to
prevent .

Texas Anti-Dilution Statute

The district court also found that Maxwell viol ated the
Texas Anti-Dilution Statute.
That statute reads:

A person may bring an action to enjoin an act likely to
injure a business reputation or to dilute the distinctive
quality of a mark regi stered under this chapter or Title
15, U S.C., or a mark or trade nane valid at common | aw,
regardl ess of whether there is conpetition between the

14



parties or confusion as to the source of goods or

servi ces.

Tex. Bus. & Cow Cobe § 16. 29.

This statute “is not intended to address non-tradenmark uses
of a nane to comment on, criticize, ridicule, parody, or

di sparage the goods or business of the nane’s owner.” Express One

Int’l, Inc. v. Steinbeck, 53 S.W3d 895, 899 (Tex. App. — Dallas
2001, no pet.)(citing MCarthy). Because this exception describes
Maxwel | s use, Maxwel|l’s domain nanme is not actionable under the
Texas Anti-Dilution Statute.
Concl usi on

For these reasons, we reverse the judgnent of the district
court and render judgnent in favor of Maxwell.

REVERSED AND RENDERED
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